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Protecting Your IP in Cannabis-Related Products and Services
Umberg/Zipser has a team of dedicated IP professionals with substantial expertise in securing and enforcing IP rights worldwide
By: Ryan Dean and Minyoung Shin, Umberg Zipser LLP

Currently, medical or recreational cannabis is broadly
legalized in more than 30 jurisdictions in the United States,
including four western states: California, Oregon, Washington
and Nevada. This had led to rapid growth in the industry,
fanning growing interest in securing patent and trademark
rights for cannabis-related products. Unlike other industries,
however, marijuana’s classification as a Schedule I drug
creates inconsistencies to secure cannabis-related IP.
There is no statutory prohibition for patent rights in cannabisrelated products or procedures. In fact, the first patent related
to cannabis was issued to the U.S. government (U.S. Pat. No.
6630507), and cannabis is one of the most popular fields for
newly filed U.S. patent applications. So far, thousands of utility
patent applications have been filed, as well as a handful of
cannabis plant patent applications covering different strains.
While a crowded field, patent rights can still be obtained for
various cannabis-related inventions, including cannabisrelated or derived products, methods of processing cannabis
and storing and labeling cannabis.

In stark contrast, the federal government refuses to issue
trademark registrations for cannabis-related products and
services because they are illegal to use in commerce under
the Controlled Substances Act. Yet, the door is not completely
closed as federal trademarks can be obtained for certain
classes including consulting and educational services. Thus, it
is important that the applied for mark, specimen and goods or
services do not resemble or cover cannabis or related
products. Applications that strongly implicate a connection to
cannabis will likely be scrutinized more carefully, and may
trigger a refusal or request for information concerning the
listed goods and services.
Fortunately, companies may still obtain state trademark
registrations in states where cannabis is legalized, including
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California. In addition, companies may have common law
trademark rights if they are using the mark in commerce.
Ultimately, companies may want to file both state and Federal
trademark applications to secure some rights and be better
positioned should the legal landscape change in favor of
deregulation.
Whether your business is cannabis-related or not, the legal
landscape is ever-changing. Therefore, we recommend
consulting with IP counsel to develop a tailored strategy for
your business.
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